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IIEMARKS 

In response to the Final Office Action dated June 7, 2004, claim 40 has been amended. 
Claims 140 remain in the application. Re-examination and re-consideration of the application is 
requested. 

II. Clami Ameft4meprfi 

The Applicant has amended claim 40 to place it in better form for appeal. 

III. PramatLire Final Rejection 
According to the Final Office Action, 

'This is a RCE of applicants earUer AppUcation No, 09/721,854 and 09/539,964. AU claims 
arc drawn to the same invention claimed in the earlier application and conld have been 
finally rejected on the. grounds and art of record in the next Office Action if diey had been 
entered in the earUer appUcation. Accordingly, THIS ACTION IS MADE FINAL even 
thovigh it i» a first acdon in this caee." 

However, this is contradicted elsewhere in the Final Office Action^ which states: 

'*Applicanf s amendment with respect to daims 4 and 24 have been considered, but are moot 
in view of the new grounds for rejection" 

The Applicant therefore tcspectfUUy requests that ibe finality of the present rejection be 
withdrawn. 

IV. Prior Art Rejey-tiom 

A. The Office Action Rejections 

In paragraphs (3)-(4) of the Office Action, claims 1-9, 14-16, 18-21, 23-25, atad 28-40 were 
rejected under 35 U.S.C, §1 02(e) as being anticipated by Martin et al., U.S. Patent No. 6,061,562 
(Martin), In paragraph (5) of the Office Action, claim 12 was rejected under 35 US.C. §1 03(a) as 
being unpatentable over Martin. In paragraph (6) of the Office Action, claim 13 was rejected under 
35 U.S.C. §1 03(a) as being mipatencable over Martin in view of McKenna ct al, U.S. Patent Mo. 
6,377,802 (McKcnna) and further in view of EmmonR, Jr. et al., U.S. Patent No. 6,570,858 
(Emmons). In paragraph (7) of the Office Action, claims 10, 17, 22. md 26-27 were rejected under 
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as U.S.C. §1 03(a) as b<^mg unpatentable over Martin in view of Brown, U.S, Patent No. 6,157,621 
(Brown). In paragraph (8) of the Office Action, claim 1 1 was rejected under 35 U.S,C. §l03(a) as 
being unpatentable over Mattin in view of Brown and further in view of Antonio et al.. U.S. Patent 
No. 6,339,611 (Antonio). 

With tegard to all of the foregoing rejections, the Applicant simply disagrees with the 
arguments presented in the Final Office Action, and intends to appeal these rejections 

In paragraph (9) of the Office Action, claims 4 and 24 were rejeaed under 35 U.S.C. §103(ii) 
as being utipatentable over Martin in view of MacDoran ct al., U.S. Patent No. 4,797,677 
(MacDoran). Applicants' attorney rc«pectfully traverses daese rejections. 

According to the OfQce Action: 

"Martin didn't further disclose the antenna is iwsteetable. MacDoran et al disclose the 
antenna is unsteerable (col 44, lines 52-61). It would have been obvious to one of ordinary 
ekin in the att at the time die invention was made to have an unsteerable antenna in order to 
point the antenna in one direction from one point to anodier point direcdy at d:ie destined 
station." 

As a threshold matter, die Applicants do not understand the proffered motivation for 
modifying the Martin refetence ("to point die antenna in one direction ftom one point to another 
point directly at the desired station'')- The antenna disclosed in MacDoran is "unsteered" because it 
is omnidimtional, not because the "communications platform maintains an apparent position relative 
to the nser tcnninal within the beamwidth of the user terminal antenna" as recited in claim 4. 

A <fide^ U thord'ore ocooinpUBhedf that of aNa- 
dqniffff a polo^ potfttonint dirtffrmingffnn in which the 
goqceivtna pctftttoa or the VMt CXm Vfd 1^ 

thedilfbwMUMfttUmortutealfoW t 
Cmw(4w ma* 1 Tb« mOI vcptw 8 Is Icx»te4 It Mvtiaa 
1 and pdiuvio thft 6igw) atmzocM a ^Bftam 
baaeliaA vector 6 patnta ktsok ratenna % 
e£k center) to antenna I (pbate cmter !n the caie of an 
TOgtewad onai W ir cc ttan al anlennaj. 

Martin teaches the use of a steerable antenna directed at an airborne platform. If die omm- 

direcnonal antenna described m MacDomn were simply substituted for the Martin anteana as the 

Oftice Action suggests, the lower gain of die omni-directional antenna would render the system 

inoperable for it's purpose. "If wlien combined, die references 'would produce a seemingly 

inoperative device,' then they teach away from their combination." h n Gml^, 27 F.3d 551, 553, 31 

U.S.P.Q.2d 1130 (Fed. Cir. 1994) ^\xot^y,ln n Spnmbk^ 405 F,2d 578, 587, 160 U.S.P.Q. 237, 244 

(C.C.PjV. 1969). One might be tempted to conclude that dais can be cured simply by increasing d:»e 

power of die transceiver on Martin's airborne platform, but this would further increase the weight, 
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complexity, and power consumpcion of the airborne platform* a result that is contrary to the 
teaching of Martin itself. Martin therefore teaches away from the modification suggested by the 
Final Office Action. "A reference may be said to teach away when a person of ordinary skill, upon 
reading the reference, would be dUcouraged from following the path set out in the reference, or 
would be led in a direction divergent from the path that was taken by the applicant. The degree of 
teaching away will of course depend on the particular facts; in general, a reference's disclosure will 
teach away if it suggests that the line of development flowing ftom the xcfcrcncc'a diacloame ta 
unlikely to be productive of die result sought by the Applicant. I» re Curky, 27 F.3d 551, 553, 31 
U.S.P.Q.2d 1 130 (Fed, Cir. 1994). 

For all of die foregoinfi reasons, the Applicants respect&Uy traverse the rejecdon of claim 4. 

Qaim 24 recites analogous features and is patentable for the same reasons. 

V, Coqclu s iQ a 

In view of the above, it is submitted that this application is xiow in good order for allowance 
and such allowance is respectfully soUcited. Should the Examiner beUeve minor matters sdU remain 
that can be resolved in a telephone inrxirvicw, the Jiixamincr ia urged to call Applicants' undersigned 
attorney. 



Date: August 6, 2004 

The DIRECTV Group, Inc, 
RE/Rll /A109 
2250 E. Imperial Highway 
P.O, Box 956 

El Segundo, CA 90245-0956 



RespectfrUly.submittedf 




brgann S. Grunebach, Reg. No. 33,179 
ftomey for Applicants 



Phone: (310) 964-4615 
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